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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 5-6, and 10-13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by JP 2001-294792. 

JP 2001-294792 teach a biodegradable composition comprising at least one 
biodegradable resin selected from the group consisting of polylactic acid, cellulose 
acetate, polyvinyl alcohol, polycarprolactone, polybutylene succinate and polyethylene 
succinate and an edible colorant (abstract). The reference further teaches that the 
composition may be applied by flexographic printing (0001). The edible colorant may 
be a dye or pigment (0013). The composition may also comprise an additive agent 
such as solvent, dispersing agent, a surface-active agent, an antifriction agent, an 
antifungal agent, a preservative, an antioxidant, thickening stabilizer and a brightening 
agent (0014). The general composition comprises 0.5 to 90 percent by weight of resin, 
0.3 to 60 percent of edible colorant, 0 to 95 percent by weight of additive agents and 
others (0018). The range for the resin as taught by JP 2001-294792 possesses 
sufficient specificity to anticipate the range of resin as claimed by Applicant. The 
composition may comprise a resin other than the biodegradable resin (0022). The 
composition as taught by JP 2001-294792 appears to anticipate the claimed invention. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 5-9, 13 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stockl et al (US patent 4,883,714). 

Stockl et al teach an aqueous printing ink or semi-aqueous or non-aqueous 
concentrate exemplified as comprising substantially homogeneous system components: 
1 ) about 4 to about 80 weight percent of one or more polyester materials, 2) about 1 to 
about 60 weight percent of pigment material, 3) from substantially none to about 90 
weight percent of water and 4) from about 0.05 to about 30 weight percent of polyvinyl 
alcohol (abstract, col. 1 line 30-col. 2 line 21). The reference further teaches that the ink 
composition may be used as a flexographic ink (col.1 line 64-col. 2 line 24). The 
method disclosed by the reference include the steps of a) dispersing the polymer 
material in water, b) adding polyvinyl alcohol to the dispersion of a) with agitation to 
obtain a substantially homogeneous mixture, c) adding pigment of the mixture of b) with 
agitation to form a pre-dispersion blend; and d) grinding the blend of c) to reduce the 
pigment particle size (col. 8 line 65-col. 9 line 7). 

Stockl et al and the claims differ in that Stockl et al does not teach the exact 
same proportions as recited in the instant claims. 
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However, one of ordinary skill in the art at the time the invention was made would 

have considered the invention to have been obvious because the compositional 

proportions taught by Stockl et al overlap the instantly claimed proportions and therefore 

are considered to establish a prima facie case of obviousness. It would have been 

obvious to one of ordinary skill in the art to select any portion of the disclosed ranges 

including the Instantly claimed ranges from the ranges disclosed in the prior art 

reference, particularly in view of the fact that; 

"The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
motivation to determine where in a disclosed set of 
percentage ranges Is the optimum combination of 
percentages". In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also. In reGeisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff . 16 USPQ2d 1934 
(CCPA 1976); In re Malaqarl . 182 USPQ 549, 553 (CCPA 1974) and MPEP 2144.05. 

Claim 12 Is rejected under 35 U.S.C. 103(a) as being unpatentable over Stockl et 

al (US Patent 4,883,714) in view JP 2001-294792. 

Stockl et al is described above, but fails to teach components set forth in claim 

12. 

JP 2001-294792 teaches a biodegradable composition. The reference also 
teaches that additive agent such as solvent, dispersing agent, a surface-active agent, 
an antifriction agent, an antifungal agent, a preservative, an antioxidant, thickening 
stabilizer and a brightening agent (0014). 

Therefore it would have been obvious to one of ordinary skill in the art to add 
additives as taught by JP 2001-294792 to the composition of Stockl et al as Stockl et al 
teaches a composition similar to JP 2001-294792. 
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Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stockl et al (US Patent 4,883,714). 

Stockl et al and the claims differ in that Stockl et al does not teach the exact 
same proportions as recited in the instant claims. 

However, one of ordinary skill in the art at the time the invention was made would 

have considered the invention to have been obvious because the compositional 

proportions taught by Stockl et al overlap the instantly claimed proportions and therefore 

are considered to establish a prima facie case of obviousness. It would have been 

obvious to one of ordinary skill In the art to select any portion of the disclosed ranges 

Including the Instantly claimed ranges from the ranges disclosed in the prior art 

reference, particularly in view of the fact that; 

"The normal desire of scientists or artisans to Improve 
upon what Is already generally known provides the 
motivation to determine where in a disclosed set of 
percentage ranges Is the optimum combination of 
percentages", In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also. In reGeisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff . 16 USPQ2d 1934 
(CCPA 1976); In re Malaqari . 182 USPQ 549, 553 (CCPA 1974) and MPEP 2144.05. 

Response to Arguments 

Applicant's arguments with respect to claims 1-3, 5-13,15-17 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VERONICA FAISON GEE whose telephone number is 
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(571 )272-1366. The examiner can normally be reached on Monday-Thursday and 
alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jerry A Lorengo/ 

Supervisory Patent Examiner, Art Unit 1793 
N. F. G./ 

Examiner, Art Unit 1793 



